TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper Nos. 102 and 95

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Patent Interferences No. 102,922 & 103, 088

Davi d Dumas
Juni or party?

V.

Robert G 11,
Seni or party 2

! Application of David Dumas, Serial No. 07/748,486, filed

August 22, 1991. Accorded Dbenefit of US  Serial No.
07/508, 156, filed April 11, 1990. Ivan G Szanto and Steven H.
Mar kowi t z, Alan H Bernstein, Stanley H Cohen, WMnny D.

Pokotilow, Barry A Stein, Martin L. Faigus, Max Goldnman, Eric
S. Marzluf and Robert S. Silver, Attorneys for Dunas.

2 Application of Robert GIl, Serial No. 07/490,909, filed
March 8, 1990. Edward Whitfield, Rudolf E. Hutz, Harold Pezzner,
John D. Fairchild, R chard M Beck, Paul E. Crawford, Thomas M
Meshbesher, Patricia Sm nk Rogowski, Robert G MMrrow, Jr.,
Ashley |. Pezzner, Attorneys for GII.

Patent granted to Robert GII, on Septenber 15, 1992,
(continued. . .)
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Pretreatnent of Filler with Cati onic Ketene D ner

Pretreatnent of Filler with Cati onic Ketene D ner

Fi nal Hearing: Decenber 13, 1994

Bef ore CAROFF, DOWNEY and SCHAFER, Admini strative Patent
Judges.

DOMEY, Adninistrative Patent Judge.

FI NAL DECI SI ON

Interference No. 102,922 (hereinafter *922) involves an
application Ser. No. 07/748,486 filed on behalf of David H
Dumas (Dunas), assigned to Hercules, Inc. (Hercules) and an
application Ser. No. 07/490,909 filed on behal f of Robert A

GIl (Gll), originally assigned to Pfizer, Inc. (Pfizer) and

2(...continued)

Patent No. 5,147,507, filed Decenber 17, 1990, Serial No.
07/ 628, 318. Accorded benefit of U S. Serial No. 07/490, 9009,
filed March 8, 1990. Edward Witfield, Rudolf E. Hutz, Harold
Pezzner, John D. Fairchild, R chard M Beck, Paul E. Crawford,
Thonmas M  Meshbesher, Patricia Smink Rogowski, Robert G
McMorrow, Jr., Ashley I|I. Pezzner, S. Delvalle Goldsmth, Paul B.
West, Lester Horwitz, Joseph R Handel man, Peter Galloway, John
Ri chards, lain C. Baillie, John J. Chrystal, Thonmas F. Peterson,
Richard J. Streit, Richard P. Berg, Alan K Roberts, and Julian
H. Cohen, Attorneys for GII.
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now assi gned to M neral Technol ogi es, Inc.

The subject matter in issue in the ‘922 interference
conprises a conposition containing inorganic filler particles
that are surface treated with a certain cationic polyner
(Count 1) and to the nethod of making the surface treated
filler (Count 2). The inorganic particles include calcium

carbonate, clay,

titaniumdioxide, talc and silical/silicate. The cationic

pol yner

is an al kyl ketene dinmer(AKD) of a certain fornula nade
cationic

as a result of treating the dinmer with a natural or synthetic
cationic polyner, e.g., a polyam do-am de and/or a pol yam ne
pol ymer reacted with a epoxidi zed hal ohydrin such as

epi chl orohydrin. The two counts are set forth in APPEND X A

Dumas' clains 1-9 and GIll's clains 2-8 and 10-12 correspond
to count 1; and Dumas's clainms 10-16 and GIIl's clains 14 and
15

correspond to count 2.

Interference No. 103,088 (herinafter ‘*088) involves the
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above noted Dumas application Ser. No. 07/748, 486 assigned to
Hercules, and a U. S. patent No. 5,147,507 filed on behal f of
GIll, originally assigned to Pfizer and now assigned to
M neral Technol ogies, Inc. This second interference was
declared as a result of a Dumas 37 CFR 8§ 1.633(c)(1) notion in
“922 requesting that count 3 directed to a nethod of naking
paper and paperboard be added to ‘922. Since the invol ved
Gl application in 922 did not contain clains directed to
such nmethod but GIIl's divisional application, U S patent
5,147,507 did, the Adm nistrative Patent Judge (APJ) treated
the Dumas notion as a notion to declare another interference
directed to the nethod, granted the notion, and declared the
second interference.

The subject matter in issue in the ‘088 interference
conprises a process of making paper or paperboard enpl oying

t he

surface treated filler of the ‘922 interference. The count is
set forth in APPEND X B. Dumas claim 16 and G Il clains 1 and
2 correspond to the count.

No questions of interference-in-fact or separate
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patentability of clainms in accordance with 37 CFR § 1.633(b)
or
37 CFR 8 1.633(c)(4) have been raised in either interference.
GIl is senior party in both interferences by virtue of
the March 8, 1990, filing date accorded to himin the
respective declaration notices. GIIl did not take any
testinony in either interference to establish a date earlier
than the March 8, 1990 date. Therefore, GII| is restricted to
his filing date; and Dumas, as junior party, nust establish
priority by a preponderance of the evidence. Peeler v.
Mller, 535 F.2d 647, 651, 190 USPQ 117, 120 (CCPA 1976). For
its case on priority, the party Dumas relies upon two
alternative grounds: (1) derivation by senior party Gl1l; and
(2)actual reduction to practice before the March 8, 1990 date
of senior party GII.
Both parties filed records,® briefs* and appeared at fina

heari ng.

8 The Dumas and G Il record and exhibits will be referred to
herein by DR, DX, GR and GX followed by the appropriate page or
exhi bit nunber.

4 The Dunmas and G Il briefs will be referred to as DB, GB
and DRB foll owed by the appropriate page nunber.
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The Dumas record® consists of Exhibits 1-22 and the
decl aration testinony of junior party inventor David H Dumas
(Dumas), deposition testinony of enployees of Hercul es: Bruce
Evans (Evans) who left Hercules sonetine in 1989 to work for
Pfizer, WIIliam Hosker (Hosker), Robert Al berts (Al berts),
Thomas Fredericks (Fredericks), Mrianne Bleyer (Bleyer), John
Gast (Gast), Jon Techentin (Techentin), Thomas Ri enzo
(Rienzo), Allen Kelly (Kelly), and senior party inventor
Robert GII (GIll), as well as rebuttal testinony of Dumas and
Gast .

The G Il record consists of the declaration and
deposition testinony of Dr. Scott (Scott) and Exhibits 1-3.

The follow ng i ssues are for our consideration:

1. Did Gll derive the invention from Dunmas?

2. Does the Dumas record establish an actua

reduction to practice prior to March 8, 1990, the

effective filing date accorded GII.

3. Did the work done at Pfizer inure to the benefit
of Dunms?

4. \Wether the inventorship of the Dunas
application is correct.

5 The records filed in both interferences are identical.
See Paper Nos. 29 and 30 in the ‘088 interference.
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In addition, the follow ng pending notions are presented for
our

consi derati on:
5. The Dumas 37 CFR 8§ 1.635 notion requesting
consi deration of Dumas Exhibits, DX 15-21
6. The GII notion to suppress.

7. In 088, GII notion to strike Dumas’ bri ef and Dumas
notion to file a substitute brief.

Prelimnary matter

Initially, we note that even before GII filed his
testinmony, Dumas filed a notion to strike [sic: suppress] the
testinmony of Dr. Scott (Paper Nos. 77 (*922) and 62 (‘088)).
GIl offered the Scott testinony to show no reduction to
practice by Dumas. Since, we do not reach issue 2 (above) in
this decision, the Dumas notion is dism ssed as noot. Had we

reached that issue, the Dunas notion would al so have been
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di sm ssed since Dumas did not file a notion to suppress with
his brief as required by rule, 37 CFR 8 1.656(h) nor did he
raise in his brief the earlier filed notion to suppress.
Accordingly, the comment in the Dumas reply brief that the
notion to strike is incorporated therein is not entitled to

consi derati on.

I[tem 7
The Dumas notion to file a substitute brief is granted
and
the GIIl notion to strike is dismssed as noot.
Il

ltem5: Dumas 37 CFR 8 1.635 notion

Dumas filed a 37 CFR 8 1.635 notion requesting
consi deration of certain exhibits DX 15 - 21 (Paper No. 48 in
' 922 and No. 33

in '088). The notion stands opposed (Paper No. 51 in '922 and
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No. 36 in '088). Areply was filed (Paper No. 62 in '922 and
No. 48 in '088).

A review of the list of docunments filed pursuant to 37
CFR
8§ 1.673(b) (Exhibit A attached to the notion) shows that DX 15
and DX 16 were part of the original |ist that was given to
GIl prior to the conference. G| does not allege otherw se.
Hence DX 15 and DX 16 are part of the record and the notion as
to themis dism ssed as noot.

Dumas exhibits, DX 17 - 20 further define conponents set
forth in Dunmas exhibits, DX 4 - 6. DX 21 prepared by
Techentin is a conpilation of tine spent on DX 7 and DX 9.

The notion is granted as to Dumas exhibits, DX 17 through

21.

37 CFR 8 1.673(c) permts a party to file a notion to
correct deficiencies with respect to docunents not served in
accordance with 37 CFR § 1.673(b). During his assigned
testinony period, Dunmas pronptly filed his notion for

consi deration of these exhibits. W find no prejudice to G|
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in relying upon these exhibits served during the Dumas
testinony period prior to

the taking of any deposition testinony with respect thereto.
The record clearly shows that while these exhibits were not
provi ded

to GIl as part of Dumas' 37 CFR 8§ 1.673(b) list prior to the

start of deposition testinony, these exhibits were provided to

GIl prior to the taking of deposition testinmony with respect
to
t hem

G 1l in opposing the notion, argues that the delay in his

receiving the exhibits did not allow himadequate tinme to
prepare for cross-exam nation of the witnesses or to consult
his experts. However, the only objection in the record raised
by GII was that these docunents were | ate-marked and not part
of the 37 CFR § 1.673(b) notice. G II| did not voice any
objection on the record that he did not have adequate tine nor
did he request additional tinme to prepare for cross-

exam nation and to consult with his experts with respect to
DXs 17 through 21. Accordingly, GIll's opposition is w thout

merit.
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V.

ltem6: G 1l npotion to suppress evidence

Pursuant to 37 CFR 8 1.656(h), Gl filed a notion to
suppress (Paper No. 92 in '922 and No. 78 in '088). The
notion stands opposed (Paper No. 94 in '922 and No. 86 in
'088). Areply was filed (Paper No. 96 in '922 and No. 89 in
' 088) .

In the notion, G Il requested that Dumas Exhibits, DX 4-
6, 17-20, and 22, the data in DX 7 and 9, and the rel ated
testi nony
including the testinmony of M. Techentin relating to the AKD
formul ati on be stricken or denied consideration.

More specifically, GIIl urges that (1) DX 4-6 and 17-20
shoul d not be consi dered because they do not conply with the
best evidence rule; (2) the sizing data of DX 7 and 9 and
related testinony should be stricken because of (a)
questionable reliability, (b) hearsay and because (c) the
original data on which the sunmary data was based was
destroyed under circunstances suggesting bad faith; (3) DX 22
shoul d be stricken because it is inconplete and irrel evant;
and (4) the testinony of M. Techentin relating to the AKD

11
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formul ati on should be stricken because it was based on an
unmar ked docunent .

As to (1) and (2)(b) and (c), the notion to suppress is
di sm ssed for failure to conply with 37 CFR § 1.685(d). 37
CFR 8§ 1.685(d) states that “an objection to ...adnmissibility
of evidence is waived unless an objection is made on the

record at

the deposition stating the specific ground of objection.”
Wil e

G 1l placed an objection on the record with respect to DX 15-
21 as not conmplying with 37 CFR 8 1.673(b), GII failed to

pl ace any objection on the record with respect to DXs 4-7, 9
and 17-20 for the reasons now al |l eged.

As to (2)(a) and (3), the notion is denied. DX 22 was
submtted by Dumas as part of his 37 CFR 8§ 1.682 notice. G|
filed an objection to DX 22 urging that the docunent should
not be admtted because it was inconplete and irrel evant.
Gll's
argunment as to adequacy of the evidence goes to wei ght and not

12
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admssibility. Salemv. Bendell, 217 USPQ 920, 924 (Bd. Pat.

Int. 1983); Hollis v. De Petris, 201 USPQ 871, 873 (Bd. Pat.

Int. 1977). Evidence is not ordinarily stricken for
irrel evance or questions of reliability; those go to the

wei ght rather than adm ssibility. Suh v. Hoefle, 23 USPQd

1321, 1329 (Bd. Pat. App. & Int. 1991); Halbert v. Schuurs,

220 USPQ 558, 561 (Bd. Pat. Int. 1983).

As to (4), the nmotion is dismssed. 37 CFR § 1.685(d).
Regardi ng the testinony of Techentin and the fornula of the
count, G Il did not point to any objection in the record and
the Board can find neither an objection specific to this
testimony nor a specific ground of objection with respect to

the formul a. See DR 299-302.

A review of the record (DR 303, 306-307, 310 and 311)
indicates that GII| |ater voiced objections during Techentin's
testinony as to three unmarked docunents. To wit, that Dumas
was “trying to get a docunment into the record when you know
our position on | ate-marked docunents.”

Even assum ng arguendo that these | ater objections, by

13
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i nference, referred to Techentin’s testinony at DR 299-302, we
woul d deny the notion. FRE Rule 612 permts the use of a
docunment to refresh one’s nenory and an adverse party is

entitled to “...inspect it, to cross-exanm ne the wtness

t hereon, and to

i ntroduce in evidence those portions which relate to the
testinmony of the witness.” The record is clear that GII did
not ask to inspect the docunent nor did he introduce the same
into the record.

G Il argues that the Techentin testinony "cannot be
considered as sinply refreshing M. Techentin's recollection
because cross-examn nati on showed that Techentin never had
ori gi nal individual know edge to be refreshed.”® W cannot
agree with GI1's argunent. Initially we point out that G|
pl aced no objection on the record regarding the use of the

docunment to refresh one’s nmenory. NMoreover, in our View,

GIll’s question and

G asked Techentin on cross-examnation “WAs your
sketching of this fornmula based upon the formula M. Bernstein
showed you and on your reading of Exhibit 17?” Techentin

answered “Yes”. DR 367- 368.

14
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Techentin’s answer do not establish that Techentin did not
have ori gi nal know edge as to al kyl ketene dinmer formula. In
our
view, the record indicates that Techentin, an enpl oyee of
Hercul es since 1956 in a variety of positions, had persona
know edge of al kyl ketene dimer and its structure as evi denced
by Techentin's testinony that Aquapel ® 364 was a fl ake di ner,
al kyl ketene di mer which Hercul es began naking in 1958 and
that it had not changed significantly since that tine; that
when asked if he could draw the fornmula, his initial response
was “If | can have a pen.” and “Can | reference anything?”;
that it had been a | ong
time since he drew the structure for a sem nar and that the
formul a he drew was of a general nature with the R s being
residues of fatty acids having chain | engths of C8-C30. DR
298-301.

Furthernore, the interference record as a whole clearly
establishes the structural fornmula for the al kyl ketene diner
and confirns the controverted testinony of Techentin. See

di scussi on, infra.

The Dunmas case for priority

15
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The junior party's record indicates the following: 1In
Cct ober 1986, inventor Dunas, an enpl oyee of Hercules at the
Wl mngton, Delaware facility had an idea of treating clay,

cal cium carbonate and other fillers with Hercon® emnul sions to

render themeasy to size (DX 3). On October 30, 1986, Dunas
sent a work request to the attention of Techentin at Hercul es’
Kal anazoo, M chigan facility asking that clay be dispersed in
0. 35% Hercon® 40 and that handsheets enpl oying 10 and 20%
filler level be made and eval uated. (DX 7 page 1) Dunas,
hinsel f, identified Hercon® 40 as a AKD cationi c emnul sion
cont ai ni ng al kyl ketene di mer known under the name of Aquapel ®
364 and Resin 2399 in a 1:1.5 ratio; and identified Resin 2399
as a cationic polyner resin used in Hercon® enul sions made by
condensi ng

di et hyl enetri am ne( DETA) and di cyandi anm de(DI CY) and | ater
Cross-

linked with epichloride to yield the cationic polymer resin
(DR-12-14, and 17-18). DXs 4 and 17-19 confirm Dunas'
testinmony with regard to the content of Hercon® 40. Techentin

16
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acknow edged

recei pt of the request and forwarded it to Kelly, who
pretreated the filler by mxing clay wwth the Hercon® 40 and
prepared the other chem cals necessary for the paper nmakers to
make the handsheets. (DR 22, DX 7, pages 2-3). The

paper makers made the handsheets as directed (DX 2) and
returned themto Kelly who exam ned them and sent them off for
testing. The testing showed inproved sizing for the prepared
handsheets containing clay treated with Hercon 40® (DR 27, DX
7, pages 4-15). Dumas, R enzo and Al berts all acknow edged

recei pt of DX 7.

In April 1987, Hercules and Pfizer, the |argest
manuf acturer of precipitated cal cium carbonate (PCC), executed
a secrecy agreenent directed to the use of proprietary
Her cul es cationic
di spersants to prepare on site calciumcarbonate slurries with
i nproved sizing efficiency (DR 28, DR 78 and DX 8). On July
23, 1987, Dumms, and corroborators Fredericks and Evans
visited Pfizer, in Easton Pa. neeting with GII| and ot her
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representatives of Pfizer. At the neeting, Dumas told GII| of
his experience with clay treated with Hercul es cationic

di spersants to obtain inproved sizing and proposed that Pfizer
try to make stable slurries in their precipitated process
usi ng Hercul es' products. Pfizer and Hercules agreed to
exchange products with Pfizer

gi ving Hercul es PCC, under the tradenanes Al bacor® 5970 and

Al bogl os® SF, for testing and with Hercul es sending Pfizer
their cationic dispersant product. Both parties sent nenps to
their respective people regarding the substance of this July
23, 1987, neeting. See DX 8, DX 15 and DR 126.

On July 24, 1987, Dunas sent a second work request to the
attention of Rienzo at the Kal anazoo facility seeking to
prepare and eval uate handsheets contai ni ng 10-20% cal ci um
carbonate (PCC given Hercules at the July 23, 1987, neeting)

di spersed with 0.35% Hercon® 48 (DX 9). Dumas hi nsel f,
testified that Hercon® 48 was 1:1 ratio of AKD and the
cationic resin used in Hercon® 40. (DR 12-13) Ri enzo

acknow edged recei pt and forwarded the

request to Kelly who again made the treated fillers and ot her

18



Interference No. 102, 922
Interference No. 103, 088

chem cals and forwarded themto the papermakers to nake the
handsheets. The handsheets were returned to Kelly and sent
for testing. Al berts received docunent DX 9 containing the
request and results. (Al berts DR 172-174, Evans DR 91-92, 95-
100, Fredericks DR 217-221, Kelly DR 403, 407, and Rienzo DR
389-390). The tests showed inproved sizing for the treated
Her con® PCC (DR 37-39).

On August 20 1987, Hercules sent to Pfizer sanples of the
Her con® cati oni ¢ di spersants, Hercon®8 and Hercon®85 | abel ed
X20870- 36 and X20870-37, respectively. On Decenber 1, 1987,
Peters of Pfizer sent a neno to GIlI, wth a copy to Dunas,
i ndicating that Pfizer prepared handsheets as instructed
containing Pfizer's PCC treated with .2 and .8% Hercul es
products X20870-36 and X20870- 37. Pfizer concl uded t hat
there was only a slight inprovenent. Wen Dumas and
corroborator Evans next nmet with GIIl and others in
W m ngton, on Decenber 10, 1987, Pfizer asked what they could
do to inprove the results they obtai ned and Hercul es suggested
that they | ower the pH and reduce the holding tine of the
slurry (DX 11). Dumas' neno (DX 11) confirns this neeting and
i ndi cated that Pfizer would repeat their work and get back to

Her cul es. On Jan. 22, 1988 (DX 12), Peters sent a nmenp to
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GIll, with a copy to Dumas, indicating that Pfizer perfornmed a

second handsheet study to reexam ne the effect of Hercules

products inplenmenting the suggestions offered by Hercul es.
Pfizer found that paper containing PCC treated with Hercul es
cationic dispersants, X20870-36 and X20870- 37 showed i nproved
sizing. At this tinme, Pfizer still did not know the content
of the Hercules' cationic dispersants sent themas part of the
agreed upon exchange. Wen GII, Dumas, and corroborator
Fredericks again net on Novenber 10, 1989, G Il showed

Her cul es sone data fromtreating PCC with Hercon® 85 and M
1170 and that the data showed very different results. Both
Dumas and Hosker testified that M 1170 and Hercon®85 were the
sane product and, hence, the results were inconsistent and
shoul d have been essentially the sane. At the Novenber,
1989, Dunmas told G|

the content of the Hercules' cationic dispersant sent to them

And G|l acknow edges that Dunas revealed to himthe content

of the Hercules cationic polyneric material. DR 135.
Qpi ni on
In the ‘922 interference, both G Il and Dunas consi der
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count 1 and count 2 together in their respective briefs and we
will do Iikew se.

The counts in both interferences are in the disjunctive
form In *922, the first section of count 1 is GIll's claim3
(referred to by the parties as the G Il version) and the
second section is Dumas' claim1l (referred to by the parties
as the Dumas version) and the first section of count 2 is

Gll's claim

14 (G Il version) and the second section is Dumas' claim 10
(Dumas version). In ‘088, the first section of count 1 is
Dumas' claim 16 (Dumas version) and the second section is
Gll's claiml1l (GIl version). Both sections of each count
define the sanme patentable invention. To prevail, Dumas nust
establish priority or derivation (originality) of at |east one
section of each count before March 8, 1990.°

Derivation and priority are distinct concepts.

" Dumas has cited an unpublished nonprecedential opinion to
support his position that he need only show priority wth
respect to one section of the count sans limtations that are
not found in the other section. The citation of such opinion is
I nappropriate and nonbi nding on this record.
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Derivation addresses originality determ ning who invented the
subject matter. Wiile priority focuses on which party first

i nvented the subject matter of the count. Bosies v. Benedict,

27 F.3d 539, 542-543, 30 USPQ2d 1862, 1865 (Fed. Cir. 1994).

Derivation is a question of fact. Price v. Synsek, 988 F.2d

1187, 1190, 26 USPQ2d 1031, 1033 (Fed. GCir. 1993). To prove
derivation, a party nust show (1) prior conception of the
subject matter of the count; and (2) conmunication of the
conception to the opponent 1d., 988 F.2d at 1190, 26 USPQ2d at

1033; Hedgew ck v. Akers, 497 F.2d 905, 908, 182 USPQ 167, 169

(CCPA 1974). Communication is sufficient if the one who
t hought up the invention comunicates it to another who is to

try it out.

Appl egate v. Scherer, 332 F.2d 571, 573-74, 141 USPQ 796, 799

(CCPA 1964) Further, the party nust show that the comuni cated
subj ect matter woul d have been sufficient to enable one of
ordinary skill in the art to construct and successfully

operate the subject matter of the count. Mead v. MKirnan,

585 F. 2d 504, 507, 199 USPQ 513, 515 (CCPA 1978).
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On the basis of the above facts, we conclude that Dunmas
has established by a preponderance of the evidence that he,
Dumas, was the inventor of the invention defined by the counts
(G 1l version) in both interferences and that G || derived the
invention fromhim Dumas had a conpl ete conception of the
i nvention as evidenced by DX 7 and DX 9 and that conception
was
communi cated to G Il prior to the date accorded GII. Hence,
in our view Dumas has sustained his burden of proof in both
interferences. In addition, we find that the testing of the
Her cul es products on PCC and the maki ng of the handsheets
therefrom by Pfizer inures to the benefit of Dumas. Shunaker
v. Paul son, 136 F.2d 700, 703, 58 USPQ 279, 282 (CCPA 1943).

G Il argues that the Dumas showi ng has not shown every
feature of the count, to wt, that the al kyl ketene diner and
its cationic properties are not adequately identified. GII
urges that the only way to establish the identity of Hercon®

40 and

Hercon® 48 is to go to the notebooks of Dumas whi ch not ebooks
were never entered into the record. We are not persuaded by
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t he

GIl argunents. Initially, we point out that Dumas hinself
testified that Hercon ®&0 and Hercon® 48 contai n al kyl ketene
dimer and a cationic resin. This testinony is corroborated by
t he manuf acturing specifications put out by Hercul es who makes
these products, DX's 4-5 and 17-19% and by the testinony of
Evans (DR 74-75) and Hosker (DR 147-148, 154-155), long tine
enpl oyees

of Hercules, who indicated their awareness of the contents of
t hese products. Alberts (DR 169, 178-181, 198-199) and
Fredericks (DR 212-213, 216-217, 238-240) both product
supervisors for AKD at Hercules, also indicate their
famliarity wwth the product and its formulation. Both

i ndi cate that the

speci fications of Hercon® woul d not change nor woul d the
ratios of resin to dinmer. Techentin provided the structure
for AKD. This evidence is further confirmed by GII, hinself,

who acknow edges that AKD was a commercially avail abl e product

8 DX4 and DX5 identify Hercon® 40 and 48 as containing
Aquapel ® 364 and Resin 2399 in dffering ratios, DX-17 identifies
Aguapel ® 364 as ketene diner. DX 19 identifies Resin 2399 as
pol ymer 2399 and epichlorohydrin. DX identifies polyner 2399 as
di et hyl enetri am ne (DETA) and di cyandi am de (Dl CY)
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that could be purchased in the open market and that its
conmposition and forrmula was publicly available at the tine in

guestion (GB

41). Gl cites in Appendix C a nunber of U S. Patents which
clearly identify AKD and cationic resins in Hercon® enul sions.
Ceneral ly, docunents attached to a parties' brief, which were
not properly submtted into the record pursuant to 37 CFR §
1.682, are not given any consideration by the Board. 1In this
i nstance, however, we have consi dered these docunents view ng
GIll"'s acknow edgnent as an adm ssion. These docunents
establish the fornmula for al kyl ketene dinmers where Ris
hydrocarbon with a m ni nrum of 8 carbons (U. S. Patent
4,470,877, colum 8, lines 27-35; and 4, 426,466, columm 4,
line 59-colum 5, line 2); that AQUAPEL® 364 purchasabl e from
Her cul es contains AKD nade froma m xture of palmtic and
stearic fatty acid (U S. Patent

3,905,397, col. 4, lines 53-56); that Hercon® 40 commercial ly
avai |l abl e from Hercul es contains AKD treated with

epi chl or ohydri n/ am nopol yner resin forned by reacting
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di cyandi am de and di ethyl enetriamne (U. S. Patent 4,426, 466,
Table Il, colum 4, lines 8-24, colum 10, |ines 15-25) and
that the AKD resins are, in fact, cationic and possess
tertiary and quaternary am ne groups (U S. Patent 4,405, 408,
colum 1, lines 60-61, colum 4, lines 47-62).

Mor eover, as pointed out by Dumas, G Il enpl oys Hercon®
emul sions hinself in his application. G| argues that since
he
did not identify which Hercon® enmul sion he used, it is not

enough

to identify the al kyl ketene dinmer and cationic properties.

W find Gll"'s argunent without nerit. Certainly the reliance
on the commercially avail able Hercon® enul sions to identify
the al kyl ketene dinmer and its cationic properties of the
count by G Il nust also be accepted as sufficient for Dumas.

G 1l also argues that Dumas did not establish whether or
not the Hercon® used in DX 7 and 9 had the required "R' val ue
with 8 or nore carbon atons. G| alleges that the R may be
one
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carbon. GII| cites no evidence that R may be one. In fact,
GIl admts in their brief (G 41) that the al kyl ketene
dinmers are
commercially available and that their formula is known. The
prior art in the record establishes that AKD contains al kyl
groups containing a m numum of 8 carbon atons. See U. S.
Pat ent
Nos. 3,905, 397; 4,428,466 and 4, 470, 877.

G 1l also argues that Dumas has not shown the |imtations
"at | east 95% polyner” and in '088 that the process step
of formng a laid cellulosic sheet by dewatering the agueous
di spersion and drying the cellulosic sheet to formthe desired
paper and paper products in the Dumas version of the counts.
We find that Dunmas nade a satisfactory showing as to the G|
version of each of the counts in each interference. Hence,

these argunents by G Il are not persuasive.

G Il contends that derivation was not proven because
Dumas did not establish (1) what was in GIlI's mnd or what
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knowl edge G Il had at the time of the invention; (2) what took
pl ace at earlier nmeetings between GII and Dumas; and (3) that
Dumas did not derive fromGlII.

We are of the opinion that Dumas has established his
charge that the party GI| derived the invention from him
Gll's failure to offer testinony to rebut Dumas testinony on
the issue of originality raises a strong presunption that it
i S accurate.

Tolle v. Starkey, 255 F.2d 935, 937, 118 USPQ 292, 295 (CCPA

1958).

G Il believes that Dumas nust establish what was in
Gll's
mnd at the tine of derivation. GI| has cited no authority
to support his position. On the contrary, Dumas’ burden was
to establish conception and conmuni cati on. An absol ute
defense to
the charge of derivation is for the opponent to prove an
earlier conception. Herein, GIl nmade no attenpt to prove an
earlier conception.

GIll indicates that GII| testified that AKD was one of
the many products being evaluated (DR 132 and DX 10). A

review of this testinony and nore specifically DX 10 shows
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that the AKD being tested was either the Hercul es cationic

di spersants gi ven

to them by Hercules applied to filler particles or that of
Her con® 48 used as an internal sizing agent.

G Il also urges that there is nothing in the record that
indicates G Il acquired the knowl edge of the clained invention
fromDumas. The record is clear that Dumas told G Il the
content of their cationic dispersant material, G || does not
deny this. Mreover, GI| does not establish an earlier
concepti on.

GIl alleges that the GIIl prelimnary statenent
i ndicates that G| suggested the idea to Dumas in 1986.
However, the use of the prelimnary statenent as evidence is
m spl aced. 37 CFR
8§ 1.623(d) specifically precludes the use of a prelimnary
statenment as evidence in behalf of the party making it.

If GII felt that the earlier neetings were of sone
i nportance to chall enge the charge of derivation, then it was
Gll's obligation to provide that testinony in rebuttal of the
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charge. G 1|1 made no such rebuttal

In view of the fact that Dumas has established priority

of
the invention based on derivation by GIlIl, the question of
Dumas’ reduction to practice becones immaterial. Hence, item

2 is deened noot.
VI .
Item 4
GIl raises a question in his brief, GB 41-42, as to

whet her the inventorship in the Dunmas application is correct.

37 CFR § 1.655(a) states that the Board may consider at
final hearing any properly raised issue, including priority of
i nvention, derivation by an opponent, patentability, and
adm ssibility. 37 CFR § 1.655(b) states that a party shal
not be entitled to raise for consideration at final hearing
any
matter which properly could have been raised by a notion under
37
CFR 88 1.633 or 1.634 unless the matter was properly raised in
a notion that was tinely filed by the party under 37 CFR 88
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1.633 or 1.634 and the notion was denied or deferred to fina
heari ng.

The Board, in the interest of justice, may al so exercise its
di scretion to consider an issue.

GIl filed a notion to strike Dumas’ prelimnary
statenent; he does not now seek review of that notion. G|
filed no other notions, he did not file a notion for judgnent
pursuant to 37 CFR § 1.633(a) that Dumas was not entitled to
his clainms under 35 U . S.C. § 102(f/g). Accordingly, we wl]l
not consider GIl"'s argunents now raised with respect to the
i nventorship of the
Dumas application. 1In addition, G|l does not ask us to

exercise our discretion, and we do not find it necessary to do

so.

In view of our findings above, junior party Dumas is
entitled to prevail in both interferences and judgnent is so
ent er ed.
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JUDGVENT

Priority of invention of the subject matter of counts 1
and 2 in Interference No. 102,922 is awarded to David Dunas,
the junior party. On this record, David Dunmas is entitled to
a patent containing clainms 1-16 corresponding to counts 1 and
2 and
Robert G Il is not entitled to clains 2-8 and 10-12
corresponding to count 1 and clains 14 and 15 corresponding to
count 2.

Priority of invention of the subject natter of the count
in Interference No. 103,088 is awarded to David Dunas, the
j uni or
party. On this record, Dumas is entitled to a patent
contai ning claim 16 corresponding to the count and Robert G|
Is not entitled to his patent containing clainms 1 and 2

corresponding to count 1.

MARC L. CAROFF )
Adm ni strative Patent Judge )
)
)
)

BOARD OF PATENT
MARY F. DOMNEY )
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

Rl CHARD E. SCHAFER
Adm ni strative Patent Judge

)
)
)
)
)

G eenblum & Bernstein, PLC
1941 Rol and O arke Pl ace
Reston, VA 22091

Edward J. Wiitfield

Connol Iy, Bove, Lodge & Hutz
1220 Market Bl dg.,

P. O Box 2207

W m ngton, DE 19899
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APPENDI X A
The two counts in Int. No. 102,988 are as foll ows:
Count 1

A conposition conprising a papernmaking filler
materi al selected fromthe group consisting of
finely ground natural cal cium carbonate from
| i mestone, precipitated cal cium carbonate, clay,
titaniumdioxide, talc, silical/silicate pignents and
combi nati ons thereof, which has been surface-treated
with fromabout @1 to about 14 @ percent by wei ght,
based on a dry weight of the filler nmaterial, of a
cationic polymer, which is a dinmer of the genera
formul a

R- CH=C- CH R

tot

O C@

where R is a hydrocarbon group selected fromthe
group consisting of alkyl with at |east 8 carbon
atons, cycloalkyl with at |east 6 carbon atons,

aryl, aral kyl and al karyl, the dimer having been
made cationic by treatnent with at | east one of a
pol yam no- am de and a pol yam ne pol yner reacted with
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an epoxi di zed hal ohydrin conpound to formtertiary
and quaternary am ne groups on the dinmer surface
or

A filler consisting essentially of (a) from
about 97 to about 99.9% by wei ght of inorganic
particle selected fromthe group consisting of
cal ci um carbonate, clay titaniumdioxide, talc and
hydrated silica; (b) fromabout @ @5 to about 2. 7%
by wei ght of cellul ose reactive size selected from
the group consisting of ketene diner having the
general formula

R- CH C=CHR,

0=C-0

where R, and R, are hydrocarbon groups having from 8
to 30 carbon atons, al kenyl succinic anhydri des
wherein the al kenyl group has from12 to 30 carbon
atons, hydrophobi c i socyanates, carbanoyl chlorides
and stearic anhydride; (c) from about 0.00625 to
about 2.7% by wei ght of dispersing agent system
conprising at | east about 95% by wei ght of cationic
di spersi ng agent selected fromthe group consisting
of cationic natural polyners, cationic synthetic

pol ymers and m xtures thereof.

Count 2

A process for the preparation of a papernmaki ng
filler material surface-treated with a cationic
pol ymer, said process conprising: adding from about
@1 to about 14 @ percent by weight, based on a dry
wei ght of the filler material, of a cationic
pol ymer, which is a dinmer of the general fornula
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R- CH=C- CH R

O C@

where R is a hydrocarbon group selected fromthe
group consisting of alkyl with at |east 8 carbon
atons, cycloalkyl with at |east 6 carbon atons,

aryl, aral kyl and al karyl, the dinmer having been
made cationic by treatnent with at | east one of a

pol yam no- am de and a pol yam ne pol yner reacted with
an epoxi di zed hal ohydrin conpound to formtertiary
and quaternary am ne groups on the dinmer surface, to
an aqueous slurry of a filler material selected from
the group consisting of finely ground natura

cal cium carbonate fromlinestone, precipitated

cal ci um carbonate, clay, titaniumdioxide, talc,
silical/silica pignments and conbi nation thereof, said
slurry containing solids in an anount of from about
1 to about 76 percent of weight; and mai ntaining
said slurry under agitation at a tenperature of from
about 5 degrees C to about 70 degrees C

or

A process for the preparation of treated filler
consi sting essentially of (1) dispersing inorganic
particles selected fromthe group consisting of
cal ci um carbonate, clay, titaniumdioxide, talc and
hydrated silica in water at a solids content of from
about 10 to about 80% by weight; (ii) adding under
agi tation an aqueous di spersion consisting
essentially of (a) fromabout 1 to about 30% by
wei ght of cellul ose reactive size selected fromthe
group consisting of ketene di nmer having the genera
formul a

R,- CH C=CH R,
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0=C-0

where R, and R, are hydrocarbon groups having from8
to 39 carbon atons, al kenyl succinic anhydri des
wherein the al kenyl group has from 12 to 39 carbon
at ons, hydrophobi c i socyanates, carbanoyl chlorides
and stearic anhydride, and (b) fromabout 1@ to
about 2% based upon the wei ght of cellul ose
reactive size, of dispersing agent system conprising
at | east about 95% by wei ght of cationic dispersing
agent selected fromthe group consisting of cationic
natural polyners, cationic synthetic polyners and

m xtures thereof, in an anmount such that the

cellul ose reactive size solids added is from about

@ @5 to about 2.7% based upon the wei ght of

I norgani c particle.
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APPENDI X B
The count in Int. No. 103,088 is as foll ows:
Count 1

In a process for the manufacture of paper and
paper board, said process conprising form ng an
aqueous dispersion of cellulosic fibers, formng a
wet laid cellulosic sheet by dewatering sai d aqueous
di spersion and drying the cellulosic sheet to form
the desired paper and paperboard product, the
I nprovenent conprising adding to the paper stock
di spersion any tinme prior to sheet formation a
filler consisting essentially of (a) from about 97
to about 99.9% by wei ght of inorganic particle
sel ected fromthe group consisting of calcium
carbonate, clay, titaniumdioxide, talc and hydrated
silica; (b) fromabout 0.025 to about 2.7% by wei ght
of cellulose reactive size selected fromthe group
consi sting of ketene diner having the genera
formul a

R,- CH - C=CH R,

O=C-0O

where R1 and R2 are hydrocarbon groups having from8
to 30 carbon atons, al kenyl succinic anhydri des
wherein the al kenyl group has from12 to 30 carbon
atons, hydrophobi c i socyanates, carbanoyl chlorides
and stearic anhydride; (c) from about 0.00625 to
about 2.75 by wei ght of dispersing agent system
conprising at | east about 95% by wei ght of cationic
di spersi ng agent selected fromthe group consisting
of cationic natural polyners, cationic synthetic
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pol ynmers and m xtures thereof

or

a method for inproving papermaki ng by
acconplishing at |east one of the results of
reduci ng the anount of sizing required, maintaining
the sizing

content over time; inprove the handling properties of a
formed paper web, including water rel ease; inproving the

physi cal properties of the resulting paper, including filler
retention, filler distribution, tensile strength, and surface
coefficient of friction; and inproving the optical properties
of the resulting paper, including brightness, opacity, and

pi gnment scattering coefficient, the nethod conprising addi ng
to a papernmaking furnish fromabout 5 to about 50 wei ght
percent of filler material which has been surface-treated with
fromabout 0./1 to about 10.0 wei ght percent, based on the dry
wei ght of filler material, of a cationic polyner, which is a
di mer of the general formula

R-CH-C--CHR
O -C=0

where R is a hydrocarbon group selected fromthe
group consisting of alkyl with at |east 8 carbon
atons, cycloalkyl with at |east 6 carbon atons,

aryl, aral kyl, al karyl, which has been made cationic
by treatnment with at | east one of a pol yam no-am de
and a pol yam ne polynmer, both of which have been
reacted with an epoxi di zed hal ohydrin conpound, to
formtertiary and quaternary am ne groups on the

di mer surface.
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